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RosENBERG Bros. & Co. v. Jonun F. Exuiortr 
United States Circuit Court of Appeals for the Third Circuit 


March, 1925 


Trape-Marks—INFrinGEMENT—MEN’s CLorHING anpD MEN’s Hats anp Caps 

Goons or Same Descriptive Properties. 

Men’s clothes and men’s hats and caps held goods of the same 
descriptive properties. 

Same—Same—Grounp or Prorecrion—Deception oF Pusiic a Factor. 

Whether deception of the public be a substantive ground or an 
evidential test of trade-mark infringement, it is a factor which 
enters into every court’s consideration of what it shall find to be dis- 
honest and unfair dealing. 

Same—Same—Trave-Mark Vatur—How Denrivep. 

The value of a trade-mark may consist in the old idea of identify- 
ing the origin and ownership of the goods to which it is affixed, but 
more likely it consists in being known to the public as the name of 
products which have met with favor. 

Same—Same—“FasHion Park” ror CirorHinc—Use on Hats anv Caps 

Heitp INFrR1InGEMENT—REVERSAL. 

Where complainant and its predecessors had for over fifty years 
been making and selling men’s clothing on orders of retail dealers 
sold under the mark “Fashion Park,” the later use by defendant of 
said words on men’s hats and caps, held infringement; and the 
decision of the lower court was reversed. 

Same—Unrair Competition—Apvertisinc—Usrt or Same Mark AnD 

Srimimiar Cotor Scueme—Insuncrion. 

Respondent, in displaying window signs advertising his hats and 
caps by the use of the same trade-mark and a color scheme and 
arrangement similar to those used by complainant in advertising its 
men’s clothing, held guilty of unfair competition, and was enjoined. 


In equity. On appeal from the District Court of the United 
States for the Eastern District of Pennsylvania. Reversed. 


Before Burrineton, Woo.tey and Davis, Circuit Judges. 


Wootry, C. J.: Rosenberg Bros. & Co., a corporation engaged 
in the manufacture of men’s clothing, having long used the trade- 
mark “‘Fashion Park,” registered it in three ways: “Fashion Park,” 
“Fashion Park Clothes,” and “Tailored at Fashion Park.” Dis- 
covering that John F. Elliott, a storekeeper in the village of 
Shenandoah, Pennsylvania, had on sale hats and caps marked 
“Fashion Park,’ Rosenberg Bros. & Co. brought this suit. charg- 
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ing him with infringement of its trade-mark and with unfair 
competition. Elliott, by his answer, traversed these allegations 
and for further defense said that men’s clothing and men’s hats 
and caps are in separate and distinct classes; that he had used 
the mark “Fashion Park” only on hats and caps, and, therefore, 
he had not infringed the complainant’s trade-mark; and that 
men’s hats and caps are not sold in competition with men’s 
clothing, therefore in selling hats and caps with the mark 
“Fashion Park” he had not engaged in unfair competition. 

The learned trial court did not discuss the issue of unfair 
competition, but, limiting its opinion to the issue of trade-mark 
infringement, it found that men’s clothing and men’s hats and 
caps constitute distinct and separate classes of merchandise and 
that, in consequence, the respondent’s use of the mark was not 
in a line of trade related to that of the complainant within the 
principle of the Aunt Jemima case and kindred cases, but its use 
was in a wholly different line of trade and therefore it was not 
an infringing use. From the decree dismissing the bill the com- 
plainant took this appeal, bringing here for review the same 
two questions that were tried in the District Court. 

Although the law of trade-marks and the law of unfair com- 
petition are closely related—the law governing trade-marks being 
a branch of the broader law regulating trade competition, Barton 
v. Rear-Oil Co., 2 Fed. (2d) 402 [14 T. M. Rep. 455]; Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 403, 413 [6 T. M. 
Rep. 149], it should be kept in mind that, although alike in 
principle, they are enough unlike in practice to admit of raising 
and trying different issues. Yet the distinction between these 
similar laws is not always observed, as we have found from an 
inclination of counsel rather frequently to cite the decisions of 
this court in Akron-Overland Tire Company v. Willys-Over- 
land Co., 273 Fed. 674 [11 T. M. Rep. 281], and Howard Wall 
v. Rolls-Royce of America, Inc., 4 Fed. (2d) 888 [15 T. M. 
Rep. 239], as authority for finding infringement of a trade-mark 
by its use on different but related wares and sometimes as author- 
ity for infringement by use on wares that are not related. We 
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pause to note that those are not authority on the law of trade- 
mark infringement at all, for each was tried and decided on the 
single issue of unfair competition, and then not unfair competi- 
tion in the sale of goods but in the unfair appropriation and use 
of a competitor’s trade-name with the intention, of course, thereby 
to profit in the sale of goods of a related character. Such an 
act is not infringement of a trade-mark, but is a trespass of the 
same nature as is committed by one who applies another man’s 
name to his own goods. It is a wrong which equity will enjoin 
even when the goods of the two men do not strictly enter into 
competition. British American Tobacco Co. v. British-American 
Cigar Stores Co., 211 Fed. 933 [4 T. M. Rep. 293]; The East- 
man Co. v. Kodak Cycle Co., 15 Reports Patent Cases, 105; 
Dunlop Pneumatic Tire Co. v. Dunlop Lubricant Co., 16 Reports 
Patent Cases, 12; Valentine Meat Juice Co. v. Valentine Extract 
Co., 17 Reports Patent Cases, 673; Dunlop Pneumatic Tire Co. 
v. Dunlop Truffault Cycle §& Tube Co., 12 Times Law Reports, 
434; Premier Cycle Co. v. Premier Tube Co., 12 Times Law 
Reports, 481; all cited and reviewed in Aunt Jemima Mills Co. 
v. Rigney & Co., 247 Fed. 407, 410, 411 [8 T. M. Rep. 163]; 
Willys-Overland Co. v. Akron-Overland Tire Co., 268 Fed. 151, 
155 [11 T. M. Rep. 281], and cases cited. 

As the complainant in this case has not charged the respond- 
ent with unfair appropriation of its trade-name, but has charged 
him with infringement of its trade-mark and with unfair com- 
petition by unfair advertising practices, the law of Akron-Over- 
land Tire Company v. Willys-Overland Co., and Howard Wall 
v. Rolls-Royce of America, Inc., supra, is not in terms applic- 
able to either issue of the case under review. The case at bar, how- 
ever, directly raises for the first time in this circuit the question 
which it has frequently been thought this court decided in those 
two cases. In order to avoid confusion in our decisions we shall 
treat the precise question here raised as one of first impression. 

In discussing the issue of trade-mark infringement, we first 
go to the statutes for the law. The act of February 20, 1905 
(33 Stat. 724, Comp. Stat. Section 9490), tells when a mark 
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may be registered, but provides in consonance with the principle 
of common-law trade-marks that: 


“Trade-marks which are identical with a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of 
the same descriptive properties * * * shall not be registered.” 

In order to carry out this theory of registration the same 
Act, while in terms disclaiming registration as a test of trade- 
mark validity or as a condition of trade-mark protection (Sec- 
tion 23), provides that the applicant shall specify the class of 
merchandise and give a description of goods comprised in the 
class to which his trade-mark is appropriated. In furtherance 
of the idea of similarity of descriptive properties and classifica- 
tion of the merchandise to which the trade-mark is appropriated, 
the Act requires that the Commissioner of Patents shall establish 
classes of merchandise for the purpose of trade-mark registra- 
tion and that on a single application a trade-mark may be regis- 
tered at the option of the applicant for any or all goods com- 
prised in a single class upon which the mark has been used. 
In respect to classification of merchandise, such as food, wearing 
apparel, etc., the courts have generally held, notably in the 
Eighth Circuit, that: 


“The general rule of law upon this subject is that the owner must 
have used his trade-mark on the same class but not necessarily on the 
same species of goods as the alleged infringer in order to entitle him to 
its protection against infringement.” 


Layton Pure Food Co. v. Church & Dwight Co., 182 Fed. 35, 
37; Atlas Mfg. Co. v. Street §& Smith, 204 Fed. 398, 405 [4 T. M. 
Rep. 1]; William Waltke § Co. v. Schaffer Co., 243 Fed. 650 
[10 T. M. Rep. 246]; and that, 

“where a party has been in the habit of labeling his goods with a distinc- 
tive mark, so that purchasers recognize goods thus marked as being of 


his production, others are debarred from applying the same mark to 
goods of the same description.” 


Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T. M. 
Rep. 149]; D. § H. Canal Co. v. Clark, 13 Wall, 311, 322-3, 327-8. 
This brings us -to the question—the central question of fact 


in the case—whether hats and caps are so closely related to men’s 
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clothing—both being wearing apparel, as to be within the same 
class and of the same description. 

The Commissioner of Patents has answered this question, at 
least for himself, when in complying with the statute he estab- 
lished in the Patent Office classes of merchandise for trade-mark 
registration and in Class 39, under the head “Clothing,” he in- 
cluded men’s coats, vests, pants, overcoats and hats and caps. 

Opposed to this official classification the learned trial court 
found as a fact that men’s clothes (to which the complainant’s 
trade-mark applies) and men’s hats and caps, both outerwear as 
distinguished from underwear, do not come within one class and 
cannot be considered as related in the sense of the Act which 
prohibits trade-mark registration for “merchandise of the same 
descriptive properties” and which, by the same test, implies non- 
infringment where goods are not of the same descriptive properties. 
Though persuasive, we cannot follow the reasoning of the learned 
trial court. Specifically, there is a difference between coats, vests, 
pants, overcoats and hats and caps. There is no doubt about 


that. But on a charge of infringement courts, advancing a step 
from the old law, are today less concerned with the species than 
with the class of goods on which a trade-mark has been used. 
When it has been used by the owner and by another on goods of the 
same class, though different in species, the question whether they are 
so closely related—so near akin—as to be regarded as having 


the “same descriptive properties” arises. The leading case involv- 
ing this question perhaps is the now familiar case of Aunt Jemima 
Mills Company v. Rigney § Co., 247 Fed. 407 [8 T. M. 
Rep. 163],’ in which the Court announced the principle that: 


1 Preceded and followed in varying measure by Van Zile v. Norub 
Mfg. Co., 228 Fed. 829 [6 T. M. Rep. 221]; Collins v. Oliver Ames & 
Sons, 18 Fed. 561; Florence Mfg. Co. v. Dowd, 178 Fed. 73 [1 T. M. 
Rep. 289]; Church & Dwight Co. v. Russ, 99 Fed. 276; Enoch Morgan 
& Sons Co. v. Ward, 152 Fed. 690; National Picture Theatres v. Founda- 
tion Film Corp., 266 Fed. 208; Hercules Powder Co. v. Newton, 266 Fed. 
169 [10 T. M. Rep. 198]; Wallace & Co. v. Repetti, Inc., 266 Fed. 307 
[10 T. M. Rep. 263]; Edgar Morgan Co. v. Alfocorn Co., Ltd., 270 Fed. 
344; Intern. Film Service Co., Inc. v. Assoc. Producers, Inc., 273 Fed. 585 
[ll T. M. Rep. 238]; Aluminum Cooking Utensil Co. v. Sargoy Bros. & 
Co., 276 Fed. 447 [12 T. M. Rep. 53]; Pabst Brewing Co. v. Decatur 
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“Goods, though different, may be so related as to fall within 
the mischief which equity should prevent,” noting that flour and 
syrup, though different, are food products, commonly used to- 
gether, and that the public, seeing the flour mark on syrup, 
would conclude that it was made by the owner of the mark 
and on this mistaken belief the public would be imposed upon 
and the wrongful user would reap the benefit of the owner's 
reputation and advertisement. The Court held that here were 


“property rights, which should be protected in equity.” In thus 


basing the belief on the complainant’s property right in a 
trade-mark, the Court revived a controversy of long standing as 
to what is the proper basis on which equity will grant relief for 
trade-mark infringement, whether on a property right in the trade- 
mark, or because of a tort to property, or because of deceit prac- 
ticed against the owner or against the public, or because of the 
right of a vendor to have his mark or his trade protected from 
irreparable damage. If property, it is property of a qualified 
nature, for it is settled that no absolute ownership in or exclusive 
right to use a name as a trade-mark is vested in anyone. Barton 
v. Rez-Oil Co., supra. The last judicial characterization of the 
ground of equitable relief for trade-mark infringement, and, be- 
cause of its source, the correct one, was made by the Supreme 
Court in Hanover Star Milling Company v. Metcalf, 240 U. S. 
403, 413-4 [6 T. M. Rep. 149], when it said that: 


“It is plain that in denying the right of property in a trade-mark 
it was intended only to deny such property right except as appurtenant 
to an established business or trade in connection with which the mark 
is used. * * * In short, the trade-mark is treated as merely a protection 
for the good-will, and not the subject of property except in connection 
with an existing business.” 


The trade-mark of the complainant in this case was, and is, 


Brewing Co., et al., 284 Fed. 110 [13 T. M. Rep. 1]; Anheuser-Busch, Inc. 
v. Budweiser Malt Products Corp., 287 Fed. 243; Potter-Wrightington, 
Inc. v. Ward Baking Co., 288 Fed. 597; Cal. Packing Corp. v. Halferty, 
295 Fed. 229; Anheuser-Busch, Inc. v. Budweiser Malt Products Corp., 
295 Fed. 306 [13 T. M. Rep. 193]; Ward Baking Co. v. Potter-Wrighting- 
ton, 298 Fed. 398 [14 T. M. Rep. 253]; Whit Rock Mineral Springs Co. 
v. Akron Beverage & Cold Storage Co., 299 Fed. 775 [14°T. M. Rep. 421]; 
Vogue Co. v. Thompson-Hudson Co., et al., 300 Fed. 509 [13 T. M. 
Rep. 349]. 
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used in connection with its existing business. Its value may con- 
sist in the old idea of identifying the origin and ownership of the 
goods to which it is affixed, but more likely it consists in being 
known to the public as the name of clothing which, in style and 
quality, has met with favor. Thus the mark is the owner’s “symbol 
of his good-will”’—a trade asset of very real value; it is his 
“commercial signature’; it “sells his goods.’”’ Knowing this, traders 
frequently expend large sums in establishing a mark in the public 
mind—in this case the complainant spent $3,000,000 in five years 
in advertising its marked products. Where the goods of a trader 
have become popular not only becausing of their intrinsic worth, 
but also by reason of the ingenious and persistent manner in which 
they have been advertised, the good-will acquired in this way takes 
on still another aspect and is entitled to protection. Money ex- 
pended in advertising is money invested in business and no one 
should be permitted to step in and appropriate the advantages of 
such an investment. Hilson Co. v. Foster, 80 Fed. 896, 897. 
Moreover, when a trade-mark has gained a place in the public 
mind in association with a given product, Pflugh v. Eagle White 
Lead Co., 185 Fed. 769, 771 [1 T. M. Rep. 101], and has come 
to be regarded as an guaranty of its quality, the public has a 
right to be protected from deception in its use. Here again arises 
a controversy running through the books as to whether deception 
of the public is a ground or merely a test of trade-mark infringe- 
ment and unfair competition. That deception of the public is a 
ground for protection undoubtedly has historical justification. 
“Deceit of the public” as a basis of trade-mark law may be traced 
to the regulatory and compulsory nature of trade-marks in the 
early days of guild life and followed down through the cases to 
the present time. Whether deception of the public be a substan- 
tive ground or an evidential test of trade-mark infringement (and 
of unfair competition) it is, without doubt, a factor which enters 
in to every court’s consideration of what it shall find to be dis- 
honest and unfair dealing and of what it shall require for the 
protection not only of the owner whose trade has been hurt but 
of those constituting the public who have been, or may be, deceived 
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by the wrongful use of a valid trade-mark or by unfair acts and 
practices. American Fibre Chamois Co. v. DeFee, 67 Fed. 329, 
831; Goldwyn Pictures Corporation v. Goldwyn, 296 Fed. 391, 
401; Atlas Mfg. Co. v. Street § Smith, 204 Fed. 396, 405; 
Schechter, Historical Foundations of Trade-Mark Law, 150-166. 

Returning to the facts of the case it appears that the com- 
plainant and its predecessors had been manufacturing and selling 
men’s clothing for more than fifty years in what it terms “a custom 
tailoring business on a wholesale scale,” which it explains to be 
a business of making clothes on the orders of retail dealers as 
to styles and materials. When so made, each suit bears a label 
with the words “Tailored at Fashion Park,’ followed by the name 
of the dealer, as Jacob Reed & Sons, Philadelphia, clothes sold to 
small dealers bear labels with the words “Fashion Park.” 

It is common knowledge that men’s clothing and men’s hats 
and caps are worn together. According to the evidence in this 
case, they are ordinarily sold together. They flow through the 
same channels of trade. Dealers in this country who sell men’s 


suits and overcoats almost universally sell men’s hats and caps. 


And they are advertised together. Moreover, caps are not in- 
frequently made by tailoring establishments to match suits and 
they are frequently made by hatters out of remnants from tailor- 
ing establishments. We think these articles of wearing apparel, 
falling within the same classification officially made by the Patent 
Office for the registration of trade-marks, though different in 
species, are so related as to constitute “merchandise of the same 
descriptive properties,’ Collins Co. v. Oliver Ames Co., supra, Fed. 
561; Florence v. Dowd, supra; Van Zile v. Norub Mfg. Co., 
supra; National Picture Theatres v. Foundation Film Corporation, 
266 Fed. 208 [10 T. M. Rep. 3885]; Aluminum Cooking 
Co. v. Sargoy, supra, and that the complainant’s trade-mark, long 
used to identify the origin and guaranty the quality of its wares, 
should not be used by the respondent in leading the public to be- 
lieve that his hats and caps are made by the clothing manufacturer 
with whose trade-mark it is familiar. We find infringement. 
The issue of unfair competition is, in our judgment, fraught 
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with less difficulty than that of trade-mark infringement. Such 
an issue frequently arises where one who has no valid trade-mark, 
nevertheless complains of another who attempts to pass off his 
own goods as the goods of his rival. Fraud is the basis of his 
complaint. When fraud is found, a court will frame its action 
to promote honest and fair dealing, thereby to protect the honest 
trader, punish the dishonest trader, and protect the public from 
deception. Goldwyn Pictures Corporation v. Goldwyn, 296 Fed. 
391, 401 [14 T. M. Rep. 39]; Atlas Mfg. Co. v. Street & Smith, 
204 Fed. 398, 405 [4 T. M. Rep. 1]. In this case it appears 
that the complainant spent a great deal of money in advertising 
its goods. It took two forms: One, full page advertisements in 
the Saturday Evening Post showing a young man of athletic type 
dressed in what it regarded as excellent taste and wearing a hat 
or cap, standing out against a red background; the other form was 
the same advertisement on cardboards placed in the windows of 
retail dealers. Both bore the words “Fashion Park.’ After the 
complainant had advertised its wares in this way for ten years, 
a firm of hat-makers—not parties to the suit—who without objec- 
tion from anyone had long used the word “Park” as a trade-mark 
for their hats and caps, enlarged their trade-mark by adding the 
word “Fashion,” making it read “Fashion Park,’ and, with those 
words, advertised their wares by window cardboards showing an 
athletic young man, stylishly dressed, wearing a hat or cap, stand- 
ing out against a red background which differed from that of the 
complainant’s only in tint, discoverable only by placing the card- 
boards side by side. The respondent purchased hats and caps 
from this firm and displayed their cardboards in his window. 
Thus it appears that the complainant advertised its clothing by 
the picture of a man wearing clothes and a hat or cap, and the 
respondent advertised his hats and caps by the picture of a man 
wearing a hat or cap and clothes, both employing the same color 
scheme. Of course, we do not hold that a trader may monopolize 
the figure of a man or that he may monopolize a particular color. 
Taylor v. Bostwick, 299 Fed. 232, 234, yet it happened that in 
the color, wording and general design of the two advertisements 









488 FIFTEEN TRADE-MARK REPORTER 


there was nothing by which a casual purchaser could readily 
distinguish one from the other. Although there is no testimony 
that a purchaser was so deceived, we are of opinion that the 
advertisements tend readily to deceive the public. Moreover, hats 
and caps, being within the same field on clothing and made for 
related purposes and to satisfy the same trade, Van Zile v. Marsh 
Mfg. Co., 228 Fed. 829; Enoch Morgan’s Sons Co. v. Ward, 152 
Fed. 690, 693, should not, in the interest of honest dealing, bear 
the same trade devices, as we have said, the vendors of the hats 
and caps on sale in the respondent’s store had their own trade- 
mark “Park.” They seemed satisfied with it until the complain- 
ant’s mark became known nationally. We find nothing which 
justified them in enlarging their trade-mark to embrace the precise 
words of the complainant’s trade-mark and thereby to reap the 
advantage of the wide publicity which the complainant had earned 
by the expenditure of large sums of money in advertising. It is 
possible unfairly to obtain such advantage by the use of similar 
words and get up in advertising matter even though the wares 
of the contesting parties do not actually come into competition. 
Against a wrong of this kind courts of equity will grant relief. 
Vogue Co. v. Thompson-Hudson Co., supra; Hanover Star Milling 
Co. v. Metcalf, supra. 

We are constrained to reverse the decree of the District Court 
and direct that the bill be reinstated and the case proceed to final 
decree in harmony with this opinion. We do not find, however, 
any satisfactory basis for an accounting against the respondent 
retailer for damages and profits. The manufacturing wholesalers, 
the real parties in interest, are not parties to the suit, and, of 


course, a decree for an accounting would not run against them. 


The case is peculiarly one where such damage as has occurred 
is incapable of computation. We see no reasonable probability 
that any substantial damage could be proved and reduced to dollars 
with that degree of accuracy which is essential. Nor does the 
decision on the issue of trade-mark infringement make it neces- 
sary to hold that the complainant is entitled to profits. Those 
cases in which the complainant has been awarded all the profits 
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which the respondent received from the sale of the article wrong- 
fully trade-marked have been cases in which, by the theory of the 
law, the complainant had lost sales. There is no evidence of lost 
sales in this case. The complainant’s relief therefore, will be 
confined to an injunction and recovery of taxable costs in both 
courts. Vogue Co. v. Thompson-Hudson Co., supra. 


McILuHENNyY Company v. B. F. Trappry & Sons 
United States District Court, Eastern District of Louisiana 


June 10, 1925 


Trape-Marxs—“Tasasco” For Pepper Savce—Basis or Recovery 1n In- 

FRINGEMENT—Rvte 1n Patent Cases Hetp Appricasie. 

In determining the amount of damage in a trade-mark case where 
it is impossible to obtain from the infringers’ books the exact profits, 
the same rule should apply as in patent cases, namely, what a reason- 
able profit would be under the given conditions. 

Same—Same—Periop oN Wuicu Recovery Is Basen. 

Recovery of profits from defendants should be based on a use 
of the infringing label from the date of a decision in plaintiff’s 
favor in a similar case to the present time. 

Same—Same—Recovery or Prorrrs—Depvuctions. 

In determining a basis for damages, neither trade discounts nor 
the amount of the drawing accounts of the members of defendants 
firm, can be allowed as part of the cost of production. Neither can 
a manufacturer deduct arbitrarily an item of interest on his investment 
as a part of the costs of manufacture. 

Same—Same—Accountine—Loss or Sates—Depvuction Nor ALLOWED oN 

Lack or Evinence. 

The findings of the Master that plaintiff was deprived of the 
sale of 18,849 dozen bottles of sauce, with a profit of $1.20 per 
dozen, held not warranted because of failure to show actual loss 
of sales, especially as, in spite of numerous other infringing sauces, 
plaintiff's business steadily increased. 





(For opinion in an earlier phase of this litigation see 11 T. M. 
Rep. 397). 


Submitted on exception to Master’s report. 


Joseph S. Clark, of Philadelphia, Pa., Philip S. Gidiere, of 
New Orleans, La., and Edward S. Rogers, of Chicago, 
Ill., for plaintiff. 
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E. Howard McCaeb, of New Orleans, La., and Wm. L. 
Symons, of Washington, D. C., for defendant. 


Foster, D. J.: In this case, after a decree in favor of 
plaintiff was affirmed by the Circuit Court of Appeals, the matter 
was referred to a Master to state an account between the parties. 
The decree rendered and affirmed awards, profits and damages, 
to the plaintiff. All questions were thereafter foreclosed by the 
decisions rendered except the amount of damages to be ascertained 
by the Master. 

The case was begun October 1, 1919, and has been in the 
courts approximately five years and eight months, some part of 


the delay, perhaps about eight months, has been unavoidable 
owing to the change of judges in the District Court. The record 
is very unsatisfactory, but I am convined no better result could be 
obtained by referring the case back to the Master for further 
consideration, and it is high time the litigation was ended. 

The material finding of the Master is that plaintiff is entitled 
to recover damages amounting to $23,318.80. In arriving at this 


conclusion the Master finds that it is impossible to determine the 
amount of profits made by the defendant but that plaintiff was 
deprived of the sale of 18,849 dozen bottles of sauce on which 
it would have made $1.20 per dozen profit. No loss of actual sales 
was shown by plaintiff but the testimony is that plaintiff was 
equipped to do business and could have supplied the trade if the 
orders had been given it. I do not think this was a correct basis 
for the award. Defendant’s sauce was sold to the trade at much 
cheaper prices than plaintiff's. There were numerous other infring- 
ing sauces on the market at cheaper prices. Plaintiff's business 
steadily increased notwithstanding all this competition, so the as- 
sumption that plaintiff actually lost the sales made by defendant 
is not warranted. 

Nor do I think plaintiff should recover profits made by de- 
fendant during the entire time of the use of the word, “Tabasco.” 
Plaintiff knew of the use of the word by defendant as far back as 
1900, but filed no suit until 1919. There were various decisions 
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on the trade-mark, some in favor of and some against plaintiff, 
but it cannot be said that plaintiff's absolute right to the word 
“Tabasco” as a trade-mark was settled authoritatively until the 
decision in McIlhenny v. Gaidry, decided by the Court of Appeals, 
October 7, 1918 (253 Fed. 613 [8 T. M. Rep. 283]). Except 
that defendant called his product “Tabasco Pepper Sauce,” there 
was no similarity between defendant’s labels and packages and 
plaintiff's and Trappey’s name appeared clearly as the manufac- 
turer of the sauce. The element of fraud was therefore very 
slight, if in fact it could be found at all. I think under the cir- 
cumstances the delay in bringing suit would bar a recovery on the 
profits before this action commenced. See McLean v. Fleming, 96 
U. S. 245. It may be said plaintiff should recover from October, 
1918, the date the Gaidry suit was decided, but there is no data 
on the record on which to base a judgment from that date. 

Plaintiff was obliged to go into the enemy’s camp in order 
to sustain the burden on it of showing profits made by defendant 
and placed on the stand Mr. Bernard Trappey, Jr., one of the 
defendants and a partner in the firm of Bernard Trappey & 
Sons. The testimony of this witness is not satisfactory and he 
was very vigorously assailed by the plaintiff in cross-examination 
as to some of his statements, particularly the cost of producing the 
defendant’s sauce. This witness testified from statements or 
memorandums made by himself. These statements were not offered 
in evidence and do not appear in the record. After this suit was 
filed defendant continued to manufacture and sell his sauce and to 
infringe plaintiff's trade-mark in the word “Tabasco” until final 
judgment in the Court of Appeals. As to this period there should 
be no question that plaintiff is entitled to recover the profits made 
by the defendant and there is sufficient evidence in the record to 
support an award. 

Mr. Edward A. Mcllhenny testified that the average profit 
from the sale of the Tabasco sauce made by plaintiff was $1.20, 
his sales’ price averaged $3.27 a dozen with all trade discounts 
deducted. That would make the cost of producing his sauce $2.07. 
Mr. Trappey testified that the average price at which his sauce 





492 FIFTEEN TRADE-MARK REPORTER 


sold was $2.52 per dozen after deducting trade discounts. If 
plaintiff's cost of producing sauce be taken as a basis the profit 
made by defendant would be forty-five cents per dozen, and while 
there is some testimony to the effect that defendant’s sauce was 
made by hand methods and plaintiff's sauce was made by ma- 
chinery, there could be little difference, if any, in the cost of 
production. Both parties grow part of the peppers used in 
making the sauce and purchase part in the open market. They 
are located very close together, within a few miles of each other 
and have the same opportunities for both raising and growing the 
raw product. Conceding that plaintiff may employ some machinery 
in manufacturing the sauce, the method of production is very 
similar, and the machinery cannot possibly be complicated or very 
much improvement over hand methods. 

It is the rule in patent cases that, as to the measure of damage, 
it may be shown what a reasonable royalty would be on the 
patented article, when in fact, no royalty had been collected by 
the owner of the infringed device. Dowagiac Mfg. Co. v. Minne- 
sota Plow Co., 235 U. S. 641. I see no reason why the same rule 
should not be applied to a trade-mark case where it is impossible 
to ascertain the exact profit from the books of the infringer. It 
is admitted by defendant in this case that it is impossible to deter- 
mine from his books what the profit was on the manufacture of 
sauce before the institution of the suit. I am convinced from a 
consideration of the whole of Mr. Bernard Trappey’s testimony 
that after the institution of the suit, the books of defendant were so 
kept as to show no profit on the manufacture with the intent of 
defeating a recovery in this case should the decision ultimately 
go against defendant. As to that I will refer later. It appears 
without dispute that during the pendency of the suit defendant 
manufactured and sold 1,879 cases of sauce, six dozen to the 
case. Calculating this at a profit of forty-five cents a dozen 
would make a total of $5,073.30. 


Considering Mr. Trappey’s testimony, there are three items 
charged up as part of the cost production which are clearly errone- 
ously allocated. Mr. Trappey testified that these 1,879 cases 
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were sold for a total of $29,899.51 and there is separately charged 
up an item of trade discount amounting to $4,925.31 against the 
gross returns as the cost of operation. Trappey’s sauce had a 
list price of $3.00 per dozen. This is shown not only from the 
testimony of Mr. Trappey but also from a catalogue issued by the 
Albert Mackie Grocery Co., a large wholesale grocery establish- 
ment in the City of New Orleans. There are also a number of 
letters in the record which show ‘i'rappey accepted orders at $3.00 
per dozen less a discount of fifteen per cent. and one letter where 
the discount allowed was twenty per cent. By a simple calcula- 
tion it is evident that the list value of 1,879 cases was $33,822.00 
and in reaching the figure of $29,899.51, as the amount received 
from their sale, this was the net price after the trade discounts 
had been deducted. To charge up the item of $4,925.31 to trade 
discounts as the cost of production would be to charge the same 
discounts twice. This item can clearly not be considered. 
Again Mr. Trappey testified that the Tabasco sauce business 
was about one-third of the total business, so one-third of the 
overhead expense is charged up to the Tabasco business. Assum- 
ing that the witness is correct in division of the business, this 
would be a proper item of cost but included in this is an amount 
of $2,568.33 salaries paid to the members of the firm or rather 
the amount of their drawing accounts. This is clearly not an item 
of expense of production. Any money received by the members 
of the firm is profit on the conduct of the business. Another item 
is charged up of eight per cent. interest on the investment in 
peppers, although the figures showing how much this amounted to 
in the aggregate are not in the record. This also is an item that 
could not be charged in the cost of production. The manufacturer 
is not entitled to deduct an arbitrary item of interest on his invest- 
ment as part of his costs of production. The interest a manu- 


facturer makes on his investment is the profit derived from the 


sale of his product and may be more or less according to the 


prosperity of the business. Considering these three items it is 
quite evident that to approximate the profits made on the sale 
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of this sauce at forty-five cents is a very fair method of determining 
the amount due plaintiff. 

It is unnecessary to consider in detail the many exceptions 
to the Master’s report filed by defendant. The Master’s report 
will be amended by reducing the award to $5,073.30, and as thus 
amended it will be approved. 

There will be judgment in favor of plaintiff for the amount 
of $5,073.30 with interest at five per cent. from the institution 
of the suit. 


Tecra Corp. v. Tecra, Lrp. 


New York Supreme Court, Special Term, Part I 


Trapve-Marks—Unrair Competition—DistincuisHep From Trape-Marx 

INFRINGEMENT. 

The doctrine of unfair competition goes beyond the limitations 
of strict technical trade-mark infringement. In the latter, the courts 
insist that the goods be of the same nature or kind. In unfair com- 
petition, what the Court is concerned with is whether or not the de- 
fendant is attempting to profit by the established name and reputa- 
tion of the plaintiff. 

Same—Same—“TeEcta” For JEWELRY—PROMINENT Disptay or Borrowep 

SurnamMe—INSUNCTION. 

Where plaintiff had continued for many years the use, begun 
by its predecessor in business, of the name “Tecla” as a trade-mark 
for jewelry, and particularly artificial pearl necklaces, and had later 
added thereto perfumes and toilet articles, the use by defendant 
corporation, organized many years later, in adopting the name Salon 
Tecla, Ltd. and displaying the word “Tecla” prominently in its 
signs and in advertising a similar business, held unfair competition, 
and was enjoined. 


In equity. Suit to restrain unfair competition. Injunction 
granted. 


Morris Kirschstein and Albert T. Sharps, both of New York 
City, for plaintiff. 
Neil P. Cullom, of New York City, for defendant. 


InerauaM, J.: Plaintiff moves on notice to enjoin the de- 
fendant pendente lite from using the name “Salon Tecla, Ltd.,” 


or any other name of which “Tecla” is a part, and from selling 
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or offering for sale any goods, wares and merchandise not originat- 
ing from the plaintiff under the name “Tecla,” and from exposing to 
the public any and all signs, cards or advertising matter containing 
the name “Salon Tecla, Ltd.,” or any other name of which “Tecla” 
forms a part. The plaintiff is a New York corporation, the succes- 
sor in business of M. Tecla & Co., also a New York corporation, 
which was organized in 1906. The principal part of the corporate 
title of both the plaintiff and plaintiff's predecessor is the word 
“Tecla.” At the time of the organization of the plaintiff corpora- 
tion in 1923 it took over all the assets and good-will, including the 
trade-marks of M. Tecla & Co., and for the sake of brevity the 
word “plaintiff” will be understood to refer to both the Tecla 
Corporation and its predecessor, M. Tecla & Co. The plaintiff's 
business at the time it was started in the year 1906 consisted in 
that of selling jewelry and other articles and particularly artificial 
pearl necklaces. Its place of business for the past fourteen years 
has been at No. 398 Fifth Avenue, near Thirty-sixth Street. It 
appears that plaintiff adopted for the jewelry, particularly artificial 
pearl necklaces, sold and dealt in by the plaintiff, the trade-mark 
“Tecla,’ which has been duly registered and of which trade-mark 
the plaintiff is the owner. This trade-mark, it seems, has been 
continuously used by the plaintiff for a long period of years by 
applying the same to the containers for the articles of jewelry, 
and the articles themselves have been so designated as well as the 
advertisements, letterheads and billheads used by the plaintiff, and 
has been displayed at plaintiff's premises in the show windows of 
the premises occupied by the plaintiff. The word “Tecla,” plaintiff 
contends, has not only been used by the plaintiff as a trade-mark 
for and as a means of identification of the merchandise sold by it, 
but also as a trade-name, it being the business name of the plain- 
tiff, and has thus for a long period of years also identified plain- 
tiff’s business with the use of such name; that for the past 
fourteen years the plaintiff, both on its merchandise and stationery, 
and on its store front, has displayed this word “Tecla” in a 
peculiar characteristic script type which has become well established 
in the mind of the buying public, and when seen is immediately as- 
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sociated with the plaintiff and its business; that to further protect 
this right to its trade-mark and trade-name “Tecla,” displayed 
and written in this peculiar manner, the plaintiff registered same 
in the United States Patent Office. Plaintiff has advertised its 
business under that name very extensively, and it is alleged that 
upwards of $300,000 has been spent for advertising in the daily 
newspapers, circulars, magazines and the like, in all of which 
advertisements the word “Tecla” appears in the script type. Plain- 
tiff has established a large and substantial good-will in the use 
of such name and has become at the present time and for some 
time past recognized by the public as standing for excellence and 
superiority in quality. The principal business of the plaintiff is 
the sale of pearl necklaces. Plaintiff, however, incidentally to its 
business, commenced to market under the name “Tecla’’ articles 
such as face powders, face creams and perfumes that form part 
of ladies’ toilet, and as a result has obtained certain registered 
trade-marks with reference to the sale of such merchandise. It 
seems also that the mark “Tekla’’ was purchased by plaintiff from 
a well-known perfumer and that it also acquired the business of 
said concern, A. Bourjois & Co., Inc. Plaintiff has had for 
several years past on sale at its place of business these creams, 
perfumes and powders under the name “‘Tecla” in a display cabinet, 
from which sales are made when specifically requested by plain- 
tiff’s customers. Affidavits, exhibits and the complaint fully estab- 
lish the facts heretofore decided with reference to the business of 
the plaintiff. The defendant it appears is a domestic corporation 
which was organized under the name “Salon Tecla, Ltd.,” in 
February, 1925, and has its place of business at No. 171 West 
Fifty-seventh Street, near Seventh Avenue. It seems that its busi- 
ness and name was called to the attention of the plaintiff by one of 
plaintiff's customers, who, on seeing the defendant’s shop and name 
there displayed, got the impression that the defendant was a branch 
or in some other way connected with the plaintiff. It also ap- 
pears from the exhibits, consisting of a photograph, that the name 
of the defendant used in the business heretofore stated is ‘“‘Tecla, 
Ltd.,” both on the exterior panel above the glass front and on 
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the front portion of the interior platform in defendant’s show 
window. The word “Tecla” is in large and prominent lettering, 
while “Ltd.” is in diminutive type, so that it would appear to one 
passing that defendant’s true name is “Tecla.” This can be 
observed from the photographs submitted to the Court on this 
motion. While the defendant in its papers claims that its business 
is that of a beauty parlor, and consists merely in rendering personal 
service to women, its articles of incorporation state that it was 
organized for the purpose of “manufacturing, buying, selling and 
dealing in cosmetics, pomades, nail polishes and tints, hair tonics, 
hair dyes, scalp cleansing preparations, to deal in and deal with 
human hair work of every description, including switches, waves, 
braids, curls, puffs, transformations, wigs, toupees and all kinds 
of hair dressing preparations, scalp cleansing preparations, cos- 
metics, ornaments, hair dressing supplies and toilet articles of 
every description.” It also appears that the defendant has com- 
menced to deal in, under the name “Tecla,’ articles such as 
platinum bands and bracelets, and articles of jewelry that come 
within the well-established business of the plaintiff. It would 
seem, therefore, that the defendant, although its principal claim 
is that of doing business as a beauty parlor, is engaged in the 
sale of commodities such as sold by the plaintiff corporation, con- 
sisting of powders, creams, etc. The law with reference to an 
action of this character is without question very well settled, and 
on the theory of unfair competition, which is palpably glaring in 
this case, there is no necessity of going into the discussion of the 
law at great length, and there is no necessity of any great amount 
of proof to be established on an application of this kind to show 
by affidavit or otherwise that the plaintiff has been damaged by 
reason of the use and unfair methods adopted by the defendant. 
“Unfair competition may result from representations or conduct 
which deceive the public into believing that the business name, 
reputation and good-will of one person is that of another” (White 
Studio v. Dreyfoos, 221 N. Y. 46, at p. 49 [3 T. M. Rep. 227]). 
The facts in this case stand out to such an extent that I even 
hesitate to go into a further discussion of the matter and to 
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indicate that the defendant’s intention was no other than to un- 
fairly, improperly and unlawfully compete with the business of 
the plaintiff. The defendant has not only appropriated the name 
“Tecla” as a part of its business, but has in addition been careful 
to so use and display the same that defendant could not possibly 
fail in its object to cause the public to believe that it was in 
some way authorized by or connected with the plaintiff. It was 
careful to make the word “Tecla” stand out so prominently in 
the display of its business name that the other portions of its 
corporate title, “Salon” and “Ltd.,” were entirely obscured. In 
addition to this it has displayed this word ““Tecla” in the peculiar 
characteristic script in which it has been employed by the plaintiff 
on its stationery and on its store front and in all its advertising 
matter for upwards of fourteen years. It is no answer to this 
application that defendant claims that it conducts only a beauty 
parlor. The doctrine of unfair competition fortunately goes be- 
yond the limitations of strict technical trade-mark infringement. 
In the latter, very often courts insist that the goods of the parties 
be the same or of kindred nature. In unfair competition what 
the Court is concerned with is whether or not the defendant is 
attempting to profit by the established business name and reputa- 
tion of the plaintiff. Even if there was no proof that the defend- 
ant was at the present time competing for business with the 
plaintiff, the facts justify the issuing of an injunction (Met. Tel. § 
Tel. Co. v. Met. Tel. & Tel. Co., 156 App. Div. 577 [38 T. M. 
Rep. 221]). Even assuming that defendant’s business is that 
of a beauty parlor, the facts here indicate that there have been 
and are intended to be sold articles such as are sold by the plaintiff. 
As an example of how far in unfair competition, particularly that 
resulting from the use of conflicting business names, the courts 
have gone beyond the technical restrictions of trade-mark infringe- 
ment, and to determine the questions of unfair competition, see 
Wall v. Rolls-Royce of Am., Inc. (C. C. A. 3d Cir. March 5, 1925, 
2d Fed. Rep. 333, Advance Sheets [15 T. M. Rep. 239]). In 
that case the defendant Wall adopted as a trade-name for radio 
tubes “Rolls-Royce of America, Inc.,” and was enjoined by the 
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Rolls-Royce of America, well-known manufacturer of Rolls-Royce 
automobiles. The language of the Court of Appeals in the Third 
Circuit in that case is pertinent to the matters herein, where it 
is said: ‘Upon no other theory than a purposed appropriation 
to himself, and an intent to convey to the public the false impres- 
sion of some supposed connection with the Rolls-Royce industries, 
can Wall’s actions and advertisements be explained (p. 334). * * * 
In addition to what has been said it is quite possible that the 
use of such a name might lead third parties to credit the plain- 
tiff’s business, on account of its name of ‘Rolls-Royce, with an 
unwarranted financial reliability, and, if such assumptions event- 
ually prove unfounded, the name of ‘Rolls-Royce’ would suffer 
accordingly. Indeed, from the standpoint of commercial integrity, 
fair business and trade equity, we feel the Court below, sitting in 
equity, was justified in preventing the defendant from veiling 
his business under the name of ‘Rolls-Royce, for he had, and 
could have had, but one object in view, namely, to commercially 
use as his own a commercial asset that belonged to others, the con- 


tinued use and abstraction of which is so fraught with such pos- 
sibilities of irremediable injury, that the only way to remedy it 
is to stop it at the start” (p. 334). While the case quoted 
seems to be a very strong one, the facts in the instant case are 
somewhat stronger. Even though no actual deception has been 


proved, this fact is unnecessary in an action on unfair competi- 


tion where it appears, as in this case, that great injury will 
result by the continued use of the name (7. A. Vulcan v. Myers, 
139 N. Y. 364 at p. 367; German-American Button Co. v. Heyms- 
feld, Inc., 170 App. Div. 416 at p. 421 [6 T. M. Rep. 87}). 
Nor is it any defense in any charge of unfair competition that 
the Secretary of State has issued its charter for the purpose of 
doing business under the corporate name adopted by the defend- 
ant (Pansy Waist Co. v. Pansy Dress Co., 203 App. Div. 585 
at p. 588). The excuse is also tendered in the opposing papers 
that the word “‘Tecla” is the name of a person from whom such 
corporate name was adopted. It is claimed that Mrs. Eagle, 
who backs defendant’s business financially, bears the first name 
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of “Tecla.” This excuse is such a lame one that I do not think 
that the defendant could seriously urge it as a ground to defeat 
plaintiff's motion. The law is well settled, and the courts have 
written continuously upon the proposition, that a person may use 
his own name for any business enterprise, although his name 
may be similar to that of another business or corporation, provided, 
however, that in the use of such name the person so using it 
shall not, by way of advertising similarity, of business, use of 
trade-names, of dressing of windows or other display of advertise- 
ment, indicate to the public that its business or his business is 
than of a concern from which the name is adopted (see Lucille, 
Lim. v. Lucille Schrier, 191 App. Div. 567 [10 T. M. Rep. 274]; 
also Elize Costume Co. v. Mme. Elize, Inc., 206 App. Div. 503 
[14 T. M. Rep. 98]; Higgins Co. v. Higgins Soap Co., 144 N. Y. 
462). As another ground urged in opposition to the granting of 
this application, the defendant indicates that the name “Tecla” 
is publici juris. Even conceding that the name was such as has 
been used extensively by others in the transaction of their respec- 
tive businesses, it must be conceded that the defendant in this 
case not only adopted the name “Tecla,”’ but displayed its sign in 
such a way that its corporate name could not have been very 
readily seen or observed by people seeking The Tecla Corporation 
(plaintiff), and that also when it is observed that the script used 
by the defendant is practically a facsimile of that used by the 
plaintiff. The objection that the name is publici juris does not 
come with good grace from the mouth of the defendant. In the 
case of Boyshform Co. v. Modishform Co. (205 App. Div. 14 
[13 T. M. Rep. 175]), the Court said: “Every question of 
unfair competition presents issues of fact rather than those of 
law (Coleman v. Crump, 70 N. Y. 573), and there can be no 
hard and fast rule for determining such a question, since each case 
stands upon its own facts” (Burrow v. Marceau, 124 A. D. 669). 
What has been said in the last case cited might be said in this 
case, with this exception, that the facts here stand out so forcibly 
in plaintiff's favor that there is no other conclusion than that 
the defendant purposely and for no other reason than to deprive 
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plaintiff of its good-will in its business and to lead the customers 
of plaintiff to believe that the defendant was in some way con- 
nected with the plaintiff, that the name “Tecla’” was used by 
it in its business. The motion for an injunction pendente lite is 
therefore granted, with $10 costs, upon condition, however, that 
the plaintiff give a bond in the sum of $2,500. Settle order on 
notice. 


Union Mort. Co. v. Unton Mort. Co. or CLEVELAND, Onto 
New York Supreme Court 
July 24, 1926 


Trape-Names AND Unrair Competition—Corporate Names Unpver New 

York Sratute—InsuncrTIon. 

The use by the defendant in its business in the State of New York 
of its corporate name, Union Mortgage Company of Cleveland, Ohio, 
held unfair competition as against plaintiff, a New York corporation, 
engaged in a similar business under the name Union Mortgage Com- 
pany; and defendant was enjoined from a further use of its said 
name in the State. 


In equity. Action for unfair competition. Injunction granted. 


Manoney, J.: This is an action by plaintiff to restrain de- 
fendant from doing business with and by the use of the title words 
“Union Mortgage Company.” Plaintiff is a domestic corporation 
and for years prior to the creation of defendant had established 
its right to the use of its corporate name. Defendant was or- 
ganized under its corporate name of Union Mortgage Company 
in 1916 under the laws of the State of Ohio and has never ob- 
tained permission under the laws of the State of New York to 
transact business in the State of New York. Defendant, as it 
would appear from the evidence, during the period complained of 
actually did business in the State of New York. At No. 52 Van- 
derbilt avenue, New York City, the name “Union Mortgage Com- 
pany” appeared on the door of an office under the inscription 
“Eastern Sales Office of the Union Mortgage Company of Cleve- 
land, Ohio.” lLetter-heads used in connection with business in 
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New York contained on them “Union Mortgage Company of Cleve- 
land,” and many agents, as many as forty, were engaged in selling 
mortgage bonds of defendant. Subscription payments were made 
to the Irving Columbia Trust Company. Subscriptions were ob- 
tained in this state amounting to $850,000, and all moneys received 
by the bank were placed to the credit of the account of defendant 
and were subject to withdrawal by defendant. Defendant clearly 
did business in New York State. Plaintiff and defendant prob- 
ably did not actually compete, although they are both in the busi- 
ness of selling what may be called loans on real estate. The plain- 
tiff places money in mortgage loans for considerable sums and dis- 
poses of them to financial institutions. Defendant sells mortgage 
bonds, generally of small sums, to small investors and on an in- 
stallment basis. This action is not the case of a corporation at- 
tempting to use a name similar to that of a corporation having 
earlier corporate existence. It is the case of a foreign corpora- 
tion engaged in a mortgage investment business attempting to use 
the corporate name of an earlier created domestic corporation like- 
wise engaged in the mortgage investment business. It is the policy 
of the state to protect domestic corporations even from the use 
by a foreign corporation of a trade-name so closely resembling that 
of the domestic corporation as is calculated to deceive. ‘No cer- 
tificate of authority shall be granted to any foreign corporation 
having the same name as an existing domestic corporation or a 
name so nearly resembling it as to be calculated to deceive * * *” 
(section 15 of General Corporation Law). It would seem that 
the use by defendent of its corporate name in this case would tend 
to deceive (Mutual Export §& Import Corp’n v. Mutual Export & 
Import Corp’n of America, 241 Fed. Rep., 187). Under all the 
facts set forth in the record of this case I am of the opinion plain- 
tiff is entitled to an injunction restraining the use in this state by 
defendant of its corporate name, “Union Mortgage Company.” 
The findings of fact presented by both the plaintiff and defendant 
have been passed upon as indicated in the margin and same are 
filed with the clerk. Let the plaintiff present formal decision for 
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signature in accordance with this opinion and findings of fact and 
conclusions of law as found. 


SaMUEL SHANGOLD v. Bert S. Berson 
New York Supreme Court, Kings County 
February 10, 1925 


Trape-Names—Unram Competrrion—‘Bersnan’s’—Ricut to Use Own 

Name—Insuncrion DeEntep. 

Plaintiff, who purchased defendant’s interest in a copartnership 
conducted under the name of “Bershan’s,” and secured thereby the 
trade-name and good-will of the store, is not entitled to an injunction 
against the defendant on the ground that the latter has entered into 
a similar business and has advised prospective customers of his former 
connection with “Bershan’s,’ where it appears that the defendant’s 
new store is beyond the restricted area specified in the agreement 
and that he did not make use of any list of customers belonging 
to the former copartnership; moreover, it appears also that the defend- 
ant distinctly stated in his notice to customers that he was opening 
a new store. Furthermore, the plaintiff cannot complain against 
the use by the defendant of his own name in connection with the new 


store, for the evidence does not show that the name used by the 
defendant is not his own name. 


In equity. Motion by plaintiff for a temporary injunction. 
Denied. 


M. M. Gewertz, of New York City, for plaintiff. 
J. A. Radeloff, of New York City, for defendant. 


Hagarty, J.: The parties formed a copartnership in 1922, 
and conducted a retail shoe business under the name of 
“Bershan’s,” at No. 141 West Thirty-third Street, Manhattan, 
until 1924, when the copartnership was dissolved. Under the 
dissolution agreement plaintiff retained the trade-name, the store, 
the lease of the store and the good-will of the business. The 
dissolution agreement further provided that defendant should not 
engage in a similar business upon certain designated streets in the 
immediate vicinity. It seems that in the course of business a 
list of names and addresses of customers was made and kept for 






























— 


504 FIFTEEN TRADE-MARK REPORTER 


mailing purposes. The defendant has since opened a “shoe salon”’ 
at Broadway and Ninetieth Street, Manhattan, well beyond the 
restricted area, under the name “Bert Berson.” At the opening, 
defendant mailed circular letters calling attention to his previous 
connection with “Bershan’s,’ and advising that the recipient might 
confidently look to this “new salon’ for the “most authentic foot- 
wear fashions of character,’ where the defendant will dedicate 
himself “‘to the higher ideals of service to meet your every prefer- 
ence” in shoes. Plaintiff complains because six of the old 
customers, one of whom is engaged to be married to plaintiff's 
brother, received this circular letter. The plaintiff’s mailing list 
concededly contains 12,000 names. I do not think this shows an 
encroachment upon the good-will of the old firm, especially since 
defendant denies that he took a copy of the list or used it for 
mailing purposes. Further, the notice specifically calls the reader’s 
attention to the fact that defendant’s store is new, and makes 
reference to defendarit’s previous connection with “Bershan’s.” 
Plaintiff also complains that defendant’s name is not “Bert” 
Berson, but that it is “Samuel B.” Berson, and that the assumed 
name is meant to deceive. Defendant states in his affidavit that 
“Bert” is his true name, and the fact remains that the defendant 
is sued in this action as “Bert S.” Berson. The old firm name, 
now used by the plaintiff, is evidently a contraction of the names 
of the parties, and if the defendant had intended to deceive, his 
surname alone, to which he has an unquestioned right, would be 
more likely to accomplish the purpose. Motion denied, with ten 
dollars costs. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Amendment of Application 


Kinnan, Act. C.: Held that the applicant was entitled to 
register the words “Red Point’’ as a trade-mark for razors, shears 
and hair clippers, which application was at first refused in view of 
an opposition No. 5498, Remington Arms Company, Inc., against 
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the present applicant. The opposer’s mark is a red disk. Applicant’s 
mark was a red disk in connection with the words “Red Point.” 
Subsequent to this appeal affidavits were filed to the effect that the 
use of the representation of the red disk had been discontinued 
prior to the filing of the application and that “they intend to use 
the mark as they are now using it,” namely “Red Point” standing 
alone. It was held that the objection to the registration had 
therefore been overcome.’ 
Conflicting Marks 

Lanpvers, A. E. I.: In an opposition proceeding Litowitz 
applied for registration of the notation “Brookdale” as a trade- 
mark for butter and eggs. The opposer bases its claim to damage 
on alleged prior use upon the same goods of the notation “Brook- 
field,” as evidenced by its registered trade-mark No. 170,926, July 
24, 1923. The applicant having taken no testimony is accordingly 
restricted to the filing date of his application, November 26, 1924. 

The goods involved being the same, the only question to be 
determined is whether or not the marks are so similar that their 
concurrent use in trade would be likely to bring about confusion 
concerning the origin of the goods of the respective parties. 

Each mark includes as its initial element the word “Brook,” 
the emphasis in each instance falls naturally upon this word. 
It is believed that this imparts such a resemblance that there is 
at least reasonable doubt that confusion in trade would be likely. 
It is the settled practice to resolve such doubt in favor of the 
prior user, especially when it appears, as it does in this case, that 
such use has been long and the business upon which it is based is 
well-established. (William Waltke § Co. v. Geo. H. Schafer & Co., 
273 O. G. 630, 1921 C. D. 167, 49 App. D. C. 254, 263 F. R. 
650 [10 T. M. Rep. 246]). 

Therefore, the notice of opposition is sustained and it is 
adjudged that Litowitz is not entitled to the registration for 
which he has made application.” 


Ex parte Utica Knife and Razor Corp., 151 M. D. 50, October 31, 
1925. 
* Swift & Company v. Litowitz, November 14, 1925. 
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Fennine, A. C.: Held that applicant was not entitled to 
register the word “Fashiontex” as a trade-mark for knit goods 
in the piece manufactured from or consisting of wool, cotton, 
silk, worsted, or combinations of these mixtures. Opposer is the 
owner of the trade-mark “Fashionknit” for goods of the same 
descriptive properties as shown by its registrations Nos. 92,061, 
95,419 and 165,300. Opposer’s testimony shows use of its mark 
prior to the date of use set up by the applicant. The applicant 
has taken no testimony and took no part in the argument on this 
appeal. In this case the Assistant Commissioner applied the 
doctrine of resolving doubt, if there is any doubt, against the new 
comer, for the protection of the public, as well as for the protection 
of the first user (Waltke §& Co. v. Schafer §& Co., 1920 C. D. 
167, 49 App. D. C. 254, 263 Fed. 650 [10 T. M. Rep. 246]).° 


Fennine, A. C.: After referring to the legislative history 
and some judicial interpretations of the Act of 1920, the petition 
for the cancellation of the mark of B. Heller & Company, consist- 
ing of the words “$1,000.00 Guaranteed Ozo Waste Pipe Cleaner,” 
in conection with the picture of a kitchen sink and a maid shaking 
a box of registrant’s goods, as a trade-mark for waste pipe, drain 
pipe and sink cleaner, was sustained. Petitioner for cancellation 
owns trade-mark registrations 107,516, 114,233, 144,215 and 
145,360, and relies particularly upon its mark “Kitchen Klenzer,” 
a single initial “K’’ being used for both words. The Assistant 
Commissioner said: 

“The picture employed by registrant is distinguishable on careful 
examination from that of petitioners. Nevertheless, the subject. matter 
is the same and to the casual observer there probably will remain more 
impression of similarity than of difference. Following the rule set down 
by the Court of Appeals in Waltke & Co. v. Schafer, 273 O. G. 630, 1920 
C. D. 167, 49 App. D. C. 254 [10 T. M. Rep. 246], we must resolve any doubt 


we might have in this respect against the newcomer, who is_ the 
registrant.” * 


* Franklin Knitting Mills, Inc. v. Merchants’ Textile Syndicate, 151 
M. D. 48, October 20, 1925. 
* Fitzpatrick Brothers v. B. Heller Co., 151 M. D. 52, October 31, 
1925. 
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Fennine, A. C.: Held that applicant is not entitled to 
register the word “Kashdex”’ as a trade-mark for accounting sheets 
in view of the opposer’s registrations Nos. 147,257, 147,258 and 
147,259, October 11, 1921, for the words “Kardex” or “Cardex” 
for various articles of stationery. The Assistant Commissioner 
said: 

“If I had any doubt as to the similarity of the mark or the similarity 
of the goods, it would have to be waived against the applicant who is 
the later comer (Waltke & Company v. Geo. H. Schafer & Company, 1920 
C. D. 167, 273 O. G. 630, 49 App. D. C. 254 [10 T. M. Rep. 246]; 


E-Z Waist Company v. Reliance Manufacturing Company, 1923 C. D. 
197, 311 O. G. 709, 52 App. D. C. 291 [13 T. M. Rep. 96]).”* 


Descriptive Terms 


Fennina, A. C.: Held that applicant is not entitled to 
register the words “Le Beau Narcisse-Claire” as a trade-mark 
for perfumes and toilet waters on the ground of being descriptive, 

The Assistant Commissioner said: 


“The evidence establishes that perfume carrying the scent of narcissus 
may be referred to in French as ‘narcisse,’ and indeed it is so referred to 
by American dealers. * * * 

“The prefix ‘Le Beau’ (the good) does not detract from the descrip- 
tive property of the mark nor does the addition of the word ‘Claire,’ 
with respect to which applicant has said: 

“*We have to state that the portion “Claire” of the mark has no 
significance * * * . The principal reason for including same in the other 
features of the mark was its euphonic property, and secondary, to improve 
the appearance of the label.” * 


Goods of Different Descriptive Properties 


Kinnan, Act. C.: Held that the applicant is entitled to 
register the word “Dryad” as a trade-mark for knit underwear, 
notwithstanding the prior adoption and use by opposer of the 
word “Driad” as a trade-mark for ratine, cotton, and silk and 
cotton dress goods, terry cloth, towels, washrags, bath mats, and 
ladies’ combing jackets. Both parties took testimony. Acting 
Commissioner Kinnan said: 


* American Kardex Company, Inc. v. Theodore J. Davie, 151 M. D. 
46, October 27, 1925. 

*Caron Corporation v. John Wanamaker, Philadelphia, 151 M. D. 
45, October 27, 1925. 
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“The general class of goods to which opposer has applied its mark 
may be regarded as piece goods and these, as noted by the Examiner of 
Interferences, constitute a different class of goods from knit underwear. 
* * * Knit underwear is generally handled at different departments in a 
large department store from those in which opposer’s goods would be 
handled. It would seem, in consequence, that purchasers of reasonable 
intelligence and exercising ordinary care would not be deceived as to 
the goods or its origin by the presence of the same mark upon the 
two classes of goods. It is thought the holding of the Court in the 
case of Nashua Mfg. Co. v. Cohen-Fein Co., 323 O. G. 3, 54 App. D. C. 
262, 296 Fed. Rep. 1009 [14 T. M. Rep. 220], supports the view that 
the goods of the applicant and those of opposer belong to different 
classes. It is to be noted opposer’s testimony does not show actual 
confusion, and the opinion of the witnesses is not very helpful in determin- 
ing the probability.” * 


Goods of Same Descriptive Properties 


Fennina, A. C.: Held that applicant is not entitled to 
register as a trade-mark for garters the words “Ball Band” in 
view of the prior use by opposer of the words “Red Dot” upon 
an adjustable band of inelastic tape for holding together the 
tops of rubber boots and heavy stockings commonly worn by 
outdoor workers. The Assistant Commissioner said: 


“IT have no hesitancy therefore in holding that the marks themselves 
are similar. The predominating and easily remembered feature is the 
red disk. Since opposer employs its mark on stockings, it is clear that 
he should be protected against the use of a similar mark on garters. In 
Wolf & Sons v. Lord & Taylor, 41 App. D. C. 514, 202 O. G. 632, 1914 
C. D. 176 [4 T. M. Rep. 219], the Court of Appeals held stockings and 
underwear so nearly similar that the mark could not be registered to 
different parties making the different goods. In Oppenheim, Obendorf 
& Company, Inc. v. President Suspender Company, 332 O. G. 5, the Court 
of Appeals made the same holding with respect to suspenders and men’s 
underwear.” ® 


Insufficient Proof 


Fennine, A. C.: Held that applicant was not entitled to 
register its trade-mark consisting, in Opposition 5477, of the 
picture of a mattress, one end of which is opened so as to expose 
a plurality of layers of felt joined to make up the mattress. A 
similar mark is involved in Opposition 5478, which shows a two- 

*Hohlfeld Mfg. Co. (Andrew S. Webb, Substituted), Ethel L. Marshall 
Dryad Mills Co., Substituted), 151 M. D. 41, October 20, 1925. 


*Mishawaka Rubber and Woolen Mfg. Co. v. Blek Co. Mfrs., 151 
M. D. 34, October 6, 1925. 
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piece mattress. These registrations were canceled in 1923 on 
the ground of being descriptive (International Bedding Co. v. 
Ostermoor & Co., 1924 C. D. 12, 319 O. G. 2385 [14 T. M. 
Rep. 143]). 

Application for registration was here made under the ten- 
year clause of the statutes. It was held, however, that the testi- 
mony did not establish use of the mark for ten years prior to 
February 20, 1905. 

A part of the testimony in behalf of applicant was stricken 
from the record. The Assistant Commissioner said: 

“Taylor testifying for opposer repeatedly refused to answer proper 
and pertinent questions propounded to him on cross-examination. This 
was objected to at the time and notice given that a motion would be 
made to strike his testimony. That motion has been made and persisted 
in on this appeal. A reading of the deposition clearly indicates that the 
testimony should be stricken from the record and it is so ordered. The 
brief of the opposer here by its silence apparently admits that the 


testimony should be stricken. A similar motion with respect to the 
witness Browne is without foundation and must be denied.” ® 


No Trade-Mark Use 


Fennina, A. C.: Held that a two-colored placard bearing 
the words “Read Any Good Book Which You Can Rent by the 
Day or Week, The Readmore Lending Library, The Best Authors, 
Latest Fiction,” as a label for book racks, book shelves and cases, 
receptacles and groups of shelves filled with books. The Examiner 
refused to register the label on the ground that the specimens filed 
were descriptive of the service and not of an article of manufacture. 
It appears that the label here involved is applied by the applicant 
to the top of a bookcase, which case is then sold, usually together 
with the books, each book also bearing the label. The Assistant 
Commissioner said: 

“It seems clear that this procedure on the part of applicant indicates 
that it actually has presented a label ‘designed to be used for any other 
articles of manufacture’ within Section 3 of the Act of June 18, 1874. 


The mere fact that after the articles of manufacture bearing the label pass 
out of applicant’s possession the label may be used by the purchaser to 


* International Bedding Co. v. Ostermoor & Co., Inc., 151 M. D. 38, 
October 17, 1925. 
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indicate a library service, cannot affect applicant’s right to copyright 
protection.” * 


Prior Use 


Kinnan, Act. C.: Held that the applicant was entitled to 
register as a trade-mark for cosmetics the representation of a 
girl dressed in a French costume in vogue at the time of Louis XIV, 
as opposer established adoption and use of a similar mark upon 
similar goods prior to the applicant’s date of use of her mark. 

At the hearing opposer moved to strike out the brief filed in 
behalf of the applicant on the ground that the brief was filed 
late. The Acting Commissioner said: 


“The brief should have been filed earlier in order to comply with the 
rules but in as much as it is a duplicate of the brief filed before the 
Examiner of Interferences and, therefore, opposer was familiar with the 
argument and position of the applicant, it is not believed it is damaged 
by the failure of the applicant to earlier file the brief. The motion is 
denied.” ™ 


Similar Word in Foreign Lenguage 


Kinnan, Act. C.: Held that the applicant is entitled to 
register the word “Como” as a trade-mark for beverages, non- 
alcoholic, he having adopted and used the mark prior to the date 
adopted by the opposer, for the use of his mark “Howdy” on 
similar goods. It was urged by the opposer, but not established 
by the testimony, that “Como” was the Spanish equivalent for 
“Howdy.” The Acting Commissioner said: 


“It may be deemed settled that a rival in trade cannot be permitted 
to translate a trade-mark used by another into a foreign language and 
obtain registration for it when used upon the same class of goods, Maclin- 
Zimmer-McGill Tobacco Co., Inc., 271 O. G. 688, 49 App. D. C. 181 
[10 T. M. Rep. 93], and cases cited therein. In view of the evidence 
supporting the claim of the applicant of prior adoption and use, it is 
unnecessary to decide the question of whether the applicant has done 
more than translate the opposer’s mark into the Spanish language.” ™ 


* Ex parte The American News Co., Inc., 151 M. D. 55, October 31, 
1925. 

“The Armand Company v. Ina Del Marvin, 151 M. D. 36, October 17, 
1925. 

* Howdy Company v. Chas. E. Culpeper, 151 M. D. 50, October 31, 
1925. 








